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1 )KI Responsive to communication(s) filed on 15 June 2009 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1,4 and 6 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1,4 and 6 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 18 July 2006 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 , 4 & 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kiser (USPN 6,242,1 13) in view of Kudo et al. (USPN 4,400,209) and Kawaguchi et al. 
(JP 11-170084). 

Kiser discloses a welding alloy, weldments (i.e. filler) and so forth, the alloy is 
nickel, chromium and iron based and contains the following: C (0.005-0.05), Si (<0.50), 
Mn (<1.0), Cr (27-31.5), Nb (0.60-0.95), Ta (<0.10), Fe (7-11), Al (0.01-0.25), Ti (0.01- 
0.35), P (<0.02), S (<0.01 ), B (<0.01 ), Zr (<0.10) and balance Ni. 

Kiser does not teach the presence of vanadium, nitrogen, calcium, magnesium, 
rare earths or oxygen; however, these elements do not specifically have to be present. 

Kudo et al. discloses a high nickel, chromium and iron alloy, the composition 
follows: C (< 0.1 ), Si (<1 .0), Mn (<2.0), Cr (22.5-40), Nb, Ta, Ti, Zr and V in amounts of 
one or more to a total amount of (0.5-4.0), P(<0.003), S (<0.005), N (0-0.30), Ca (0- 
0.10), Mg (0-0.10), rare earths (0-0.10), Fe (balance) and Ni (25-60). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use vanadium, calcium, magnesium and rare earths as taught by Kudo et 
al. in the Kiser welding alloy because rare earths, Ca and Mg are known for improving 
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ductility (hot workability), vanadium forms nickel intermetallics for hardening and 
nitrogen in controlled amounts add strengthening to the alloy matrix. 

Kawaguchi et al. discloses a filler metal for Ni based, high Cr alloys, the filler 
metal contains: C (<0.04), Si (0.1-0.5), Mn (0.2-1 ), Cr (28-31 .5), Nb (<0.1 ), Fe (7-1 1 ), Al 
(0.5-1 .1 ), Ti (0.5-1 ), P (<0.02), S (<0.01 ), Nb (<0.1 ), V (0.05-0.5), N (<0.03), O (<0.1 ) 
and balance Ni. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to minimize the amount of oxygen in the nickel based alloy as taught by 
Kawaguchi et al. because it is well known that nickel preferentially forms oxides whose 
presence weakens the alloy matrix. 

The exact amounts of each of the constituents as presently claimed are not 
disclosed in the prior art; however, the prior art compositions closely approximates or 
overlap applicant's claimed composition. It has been held that one of ordinary skill in the 
art at the time of the invention would have considered the claimed compositions to have 
been obvious because close approximation or overlapping ranges in a composition is 
considered to establish a prima facie case of obviousness. See In re Malagari, 182 
USPQ 549, Titanium Metals v. Banner 227 USPQ 773, In re Nehrenberg 126 USPQ 
383. 

Response to Arguments 

Applicant's arguments filed 6/15/09 have been fully considered but they are not 
persuasive. 
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In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, all references are 
drawn to nickel based weld materials. 

Applicant argues that Kiser does not overlap the claim limitations. The examiner 
respectfully notes that Kiser closely approximates the claim limitations. The exact 
amounts of each of the constituents as presently claimed are not disclosed in the prior 
art; however, the prior art compositions closely approximates or overlap applicant's 
claimed composition. It has been held that one of ordinary skill in the art at the time of 
the invention would have considered the claimed compositions to have been obvious 
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because close approximation or overlapping ranges in a composition is considered to 
establish a prima facie case of obviousness. See In re Malagari, 182 USPQ 549, 
Titanium Metals v. Banner 227 USPQ 773, In re Nehrenberg 126 USPQ 383. 

Applicant argues that Kiser and Kudo disclose copper, tungsten, molybdenum 
and cobalt; Kudo also discloses yttrium, and Kawaguchi discloses copper, tungsten and 
molybdenum which are not included in the present invention. The examiner respectfully 
notes that applicant's claims are written in open language and hence do not preclude 
the presence of copper, tungsten, molybdenum and/or yttrium. 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to M. Alexandra Elve whose telephone number is 571-272- 
1 173. The examiner can normally be reached on 7:30-4:00 Monday to Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tu B. Hoang can be reached on 571-272-4780. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

October 9, 2009. 

/M.Alexandra Elve/ 

Primary Examiner, Art Unit 3742 



